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INTRODUCTION
Welcome to the first issue of Innovation Law Update, brought to you compliments of

Michael Haynes PLC.  Our goal is to highlight significant intellectual property news and provide
helpful tips you won’t easily find elsewhere.  Please note that all news, tips, and opinions are
general in nature and should not be relied upon without the assent of competent legal counsel
who has been briefed on the facts of your particular situation.  To recommend a topic for a future
newsletter, please feel free to write Mike Haynes at Mike@MichaelHaynes.com. Thank you.
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Federal Circuit Confirms Inventorship Requirements
On 23 June 2003, the United States Court of Appeals for the Federal Circuit, in Board of
Education v. American Bioscience, Inc., reaffirmed the legal standards for determining who
is an inventor.  In a case involving allegations of patent infringement for a compound
similar to the anti-cancer drug taxol, the court stated:

Conception is the touchstone of inventorship, and each joint inventor must
generally contribute to the conception of the invention.  Conception is the
formation in the mind of the inventor, of a definite and permanent idea of
the complete and operative invention, as it is hereafter to be applied in
practice.  An idea is sufficiently definite and permanent when only ordinary skill
would be necessary to reduce the invention to practice, without extensive research
or experimentation.  One does not qualify as a joint inventor merely by assisting
the actual inventor.  One who simply provides the inventor with well-known
principles or explains the state of the art without ever having ‘a firm and definite
idea’ of the claimed combination as a whole does not qualify as a joint inventor.
(citations omitted).    [CONTENTS]

International Trademark Applications Are Almost Here
The United States Patent and Trademark Office (Office) is preparing to implement the
Madrid Protocol Implementation Act of 2002 (MPIA).

The MPIA provides that: (1) the owner of a U.S. application or registration may seek
protection of its mark in any of the 57 countries party to the Protocol Relating to the
Madrid Agreement Concerning the International Registration of Marks (Madrid Protocol)
by submitting a single international application through the Office to the International
Bureau of the World Intellectual Property Organization (IB); and (2) the owner of an
application or registration in a country party to the Madrid Protocol may obtain an
international registration from the IB and request an extension of protection of its mark to
the United States. 

The MPIA was enacted on November 2, 2002, and becomes effective on November 2,
2003.    [CONTENTS]
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CPA Practice Ends 14 July 2003
The USPTO has issued a Final Rule, effective 14 July 2003, regarding the elimination of
CPA practice.

According to the USPTO, the “American Inventors Protection Act of 1999 (AIPA)
enacted provisions for the continued examination of a utility or plant application at the
request of the applicant (request for continued examination or RCE practice). Since
continued prosecution application (CPA) practice is largely redundant in view of RCE
practice, the Office is eliminating CPA practice as to utility and plant applications. An
applicant for a utility or plant patent may also continue to effectively obtain further
examination of the application by filing a continuing application. Since RCE practice does
not apply to design applications, CPA practice will remain in place for design
applications.”

Yet the USPTO recognizes that an RCE is not equivalent to a CPA because: “(1) One
must file a CPA in an application filed before November 29, 1999, to take advantage of
the common prior art exclusion in 35 U.S.C. 103(c) as amended by § 4807 of the AIPA;
(2) one must file a CPA in an application filed before May 29, 2000, to take advantage of
the patent term adjustment provisions of 35 U.S.C. 154(b) as amended by § 4402 of the
AIPA; (3) one must file a CPA in an application filed before November 29, 2000, to take
advantage of the eighteen-month publication provisions of the AIPA (without having to
file a copy of the application by the Office’s electronic filing system (EFS)); (4) one
cannot file an RCE in an application filed before June 8, 1995; (5) one cannot file an RCE
to obtain examination of a patentably distinct invention (i.e., analogous to a divisional
CPA); (6) one cannot file an RCE to change inventorship without a request to correct
inventorship under § 1.48; (7) one cannot file an RCE without a submission; and (8) one
cannot file an RCE before prosecution in the application is closed.”

Thus, if any of these differences are significant for an application you are prosecuting,
you might want to consider filing a CPA prior to 14 July 2003.

FOR FURTHER INFORMATION CONTACT:
Eugenia A. Jones, by telephone at (703) 306–5586, or by mail addressed to: Box
Comments—Patents, Commissioner for Patents, Washington, DC 20231, or by facsimile
to (703) 872–9404, marked to the attention of Eugenia A. Jones.

[CONTENTS]
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Patent Awards and Settlements …so far in 2003

Amount To From Activity Technology

>$330,000,000 Idenix Pharmaceuticals Novartis License Pharmaceuticals

$295,000,000 Eli Lilly Galen Holdings License Pharmaceuticals

$58,000,000 InterDigital Communications Ericsson Settlement Electronics

$55,000,000 Berlex Laboratories Biogen Settlement Biotechnology

$35,000,000 MercExchange eBay Judgment Business Methods /
E-Commerce

$30,000,000 Honeywell JVC Judgment Electronics/Optics

$25,000,000 St. Clair Intellectual Property Sony Judgment Electronics

$25,000,000 Nortel Networks Ciena Settlement Electronics

$20,000,000 Dr. Raymond Tronzo Biomet Judgment upheld Medical

$17,000,000 TDK Silicon Laboratories Settlement Electronics

<$15,000,000 Integra Lifesciences Merck Judgment upheld Biotechnology

$15,000,000 Interpore Johnson & Johnson Settlement Medical

$12,200,000 Poly-America GSE Judgment Mechanical

$12,000,000 Philip Jackson Glenayre Electronics Judgment Electronics

$10,000,000 Acres Gaming IGT Settlement Gaming

$7,400,000 Ralph Benghiat Itron Inc. Judgment Electronics

$6,000,000 Proxim Intersil Settlement Electronics

$1,500,000 Affymetrix Harvard Bioscience Judgment Biotechnology

[CONTENTS]

Invention Notebooks
Proper recordation of an invention can be critical to establishing patent rights to the
invention.  Immediately upon conceiving an invention, an inventor typically should:

1. Describe the invention neatly in ink and preferably in a bound notebook.
2. Although handwriting is generally preferred, software can be used to create any page

of the notebook, so long as no handwritten information is added to the page after the
page is witnessed.

3. Fill each page with writing.  If blank spaces remain, line them out to preclude an
allegation that information was added to the page after witnessing.

4. Provide each inventor’s dated signature on each filled page of the notebook.
5. Have at least two trustworthy witnesses print, sign, and date their names near the

bottom of each page following the language “Read and understood.”
6. Do not add anything to a page once witnessed.
7. As improvements, alternatives, experimental data, etc. are conceived or gathered, they

too typically should be promptly and properly added to the notebook.



I N N O V A T I O N   L A W   U P D A T E
S E C O N D   Q U A R T E R   2 0 0 3

© 2003 Michael Haynes PLC Page 5 of 12 Revised 30 June 2003
Toll-free: 1-888-272-9988 www.MichaelHaynes.com

The description should include at least the following information about the invention:
1. Its name
2. How it was conceived
3. The problem it solves
4. Its applications
5. Its novel features and functions
6. A brief description of the closest known technologies
7. Its advantages over the closest known technologies
8. If a:

device (e.g., good, product, component, tool),
system (e.g., combination, machine, kit, network), or
composition (e.g., chemical, compound, gene sequence, protein):

A.  a very rough sketch showing each relevant element or part
B.  for each element, its:

1. name (perhaps on a parts list)
2. geometry or configuration
3. function
4. material
5. equivalents and alternatives
6. any subsystem of which it is a component
7. its relationship to other elements (geometric,  functional,

interactions, etc.)

9. If a method (e.g., process, software, computer program, business method):
A.  a very rough flowchart showing each relevant activity
B.  for each activity, its:

1. name (perhaps on an activity list)
2. entity that performs it
3. structure that performs it
4. equivalents and alternatives
5. any encompassing activity of which it is a part
6. its relationship to other activities (geometric, functional,

etc.)

Additional suggestions for information that can be included in the Inventor’s Notebook are listed
on our Invention Disclosure Form.    [CONTENTS]
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Maintaining Trade Secrets
The effective utilization of intellectual property assets can provide a major influence on

the financial success of many businesses, from start-ups to large diversified corporations.  One
aspect of effective utilization is careful protection of the intellectual property asset itself.  For
assets such as certain valuable materials, designs, or methods, or certain confidential and
unpatentable information such as customer lists, performance data, or employee salaries,
protecting the asset as a trade secret might be worthwhile.  For other assets, such as certain
inventive devices, systems, and processes, the copying of which can be readily detected, patent
protection might instead be advised. Although there are scenarios in which one form of protection
is clearly preferred, it is often the case that multiple factors and considerations must be evaluated
in order to determine if an intellectual property asset should receive trade secret protection or
patent protection.

The strategy of protecting an asset as a trade secret has several apparent benefits.
Potentially, trade secret protection can span indefinitely. The paradigmatic example of the
successful preservation of an intellectual property asset as a trade secret is the original formula
for Coca-Cola.  If Coke had obtained a patent rather than very carefully preserving the secrecy of
their formula, the formula would have fallen into the public domain many decades ago.  Another
benefit of trade secret protection is the apparent lack of initial up-front costs that are typically
associated with filing a patent application.  For those with little or no capital to invest in filing a
patent application, a trade secret strategy might seem to be the preferred form of protection.

Patents expire within 20 years from the filing date of a patent application that describes
the inventive subject matter.  There are costs associated with the patent application process,
including preparing the application, filing the application, and prosecuting the application to
issuance as a patent. The entire contents of the patent application will be published and widely
accessible at least by the time the patent issues, and possibly within 18 months of filing.

However, the owner of an issued patent can potentially exclude others from utilizing the
claimed invention during the remaining term of the patent (e.g., making, using, offering sale,
selling, importing).  This is in sharp contrast with trade secret protection, as once a trade secret
becomes public knowledge, the owner of the trade secret has no means to prevent the public from
utilizing that formerly secret information.  Likewise, if a second inventor independently discovers
information that is currently protected by the first inventor as a trade secret, the second inventor
may freely utilize that information and possibly even obtain patent protection for it.

Thus, a primary concern associated with trade secrets is maintaining secrecy. Although
there are laws that can be used to deter or punish the unlawful theft of trade secrets, the reality is
that information tends to leak.  For example, a trade secret can be vulnerable due to the movement
of employees out of a company.  A former employee might have signed a non-disclosure
agreement prior to leaving the company, but the knowledge of the trade secret can never be erased
from that employee’s mind.  Furthermore, with products that are sold to the public, there is the
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real danger that information that is protected only as a trade secret could be reverse-engineered by
a potential competitor.  The fear of losing a trade secret through possible duplication is more
likely to be realized as the sophistication of various analytical and manufacturing technologies
continues to increase.

Although the up-front costs of a patent might induce one to choose trade secret
protection instead of patent protection, there are continued costs associated with trade secrets.
These costs can include physical and computer security measures, detailed administrative
procedures, and careful monitoring of former employees.  In the end, the costs associated with
protecting a trade secret will not necessarily be less that the price of obtaining and maintaining a
well-prepared, well-prosecuted patent.  Moreover, in many cases, it can be easier to recover the
costs of patent protection via licensing.

Both trade secrets and patents can be licensed, and licensing can be a key objective of an
intellectual property strategy.  The legitimate risk associated with suddenly losing a trade secret
to the public domain, however, can deter a potential trade secret licensor or licensee.  In contrast,
both the owner and potential licensee of a patent can relatively easily determine the period of
patent protection and the ease of detecting infringement.

It is possible to initially pursue both trade secret protection and patent protection.
During the patent application process, the information disclosed in the patent application and
USPTO proceedings typically remains confidential until the application is published, which can
occur 18 months after filing the application. Thus, an inventor may simultaneously protect an
invention as a trade secret for a limited time while trying to obtain a patent.  If the inventor
decides that a trade secret strategy is preferred, then the inventor may expressly abandon the
patent application up until about 1 month before the application is published in order to prevent
disclosure to the public.  However, an owner of a trade secret does not always have an unlimited
time window to choose to patent protection.  Generally, its owner must seek any desired foreign
patent protection prior to publicly disclosing the trade secret, and U.S. patent protection within
one year of any non-confidential disclosure or commercial exploitation of the trade secret.

Therefore, the choice of whether to pursue protection through trade secret or patent is far
from simple. The two options can be combined in the early phases of an invention’s existence in
order to maximize protection while maintaining strategic flexibility.  As every inventor or
business can have different concerns and goals, a decision to protect an invention as a trade secret
or patent should be considered carefully and with the assistance of competent legal counsel.

[CONTENTS]
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Thinking Narrowly - the Strategic Value of “Picture Claiming”
Prior to the emergence of Festo and/or the recognition that narrowing amendments

potentially can give create prosecution history estoppel and loss of all equivalents under the
Doctrine of Equivalents, many practitioners took the approach of initially claiming an invention
broadly, and then paring back the claims as necessary to secure allowance.

Since the Supreme Court addressed the topic with its Festo decision last year, more
practitioners have begun realizing that the old way is a fraught with risk.  Particularly because
any narrowing claim amendment made for reasons related to patentability can be construed to
waive all equivalents to the amended element, avoiding narrowing amendments has become very
desirable.  One avoidance approach is to attack (rather than rebut) each rejection, particularly
those that lack a strong prima facie basis.  Another avoidance approach is to initially claim the
inventive subject matter quite narrowly.

Narrow claiming, which has sometimes been referred to as “picture claiming” was
traditionally viewed as an inferior approach that suggested the practitioner lacked the insight to
view the invention abstractly or in its broadest form.  Recently, however, picture claiming has
been recognized for its strategic value.

By filing initial claims that are substantially narrower than those to which the practitioner
believes the applicant is entitled, the need for narrowing the claims in response to a proper prior
art-based rejection is minimized.  Thus, prosecution history estoppel stemming from narrowing
amendments can potentially be avoided.

Other benefits can also follow.  Most practitioners recognize that, due perhaps to time
constraints, few examiners read an application in its entirely, and instead focus their attention
only on the claims, the figures, and possibly the summary or backgrounds sections of the
specification.  Thus, the examiner typically does not have the benefit of reading the entire
detailed description before interpreting the claims.

Yet without understanding the context of the invention, and the jargon used to describe
the invention, the examiner can be at somewhat of a loss to understand the claims, and might
resort to interpreting the claim language overly broadly.  Such broad interpretations typically
result in a first Office Action in which all claims are rejected, and the need to engage in substantial
additional prosecution to change the examiner’s mindset.

This tendency can be countered, however, by leading off the claims section with at least
one exceptionally narrow and lengthy picture claim that defines the inventive subject matter in
excruciating detail.  This “throw-away” claim likely has little enforcement value, as it probably
can be easily designed around.  But the throw-away picture claim can have immense educational
value with the examiner, tending to direct the examiner away from overly broad interpretations
and focus the examiner instead on the context, environment, and jargon of the inventive subject
matter.  Moreover, this throw-away claim can get the examiner in the mood to conclude “yes”
rather than “no” to the allowability of each subsequently presented claim.
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Along these lines, presented immediately after this single throw-away claim can be
additional claim sets, each based on an independent claim of increasingly broader scope than its
predecessor.  These independent claims can be created by gradually eliminating from the throw-
away claim those limitations that seem to be unnecessary for allowability.

The broadest potentially valid claim sets can be filed initially, but the better approach
might be to save the broadest claim sets for filing in one or more Continuation applications.  Such
a Continuation, containing one or more of the broadest claim sets, can be filed once a Notice of
Allowance has been received for the initial narrow claim set(s), or sooner, such as once the first
Office Action, containing the examiner’s search results, has been received.  With the examiner’s
search results and the examiner’s interpretation of them in hand, the broadest claim sets can be
reviewed prior to filing to determine whether each of the claim sets still seems allowable.

Clearly, Continuation applications necessitate additional filing fees, and potentially
additional issue and maintenance fees.  Yet, in recognition of the Federal Circuit's en banc
Johnson & Johnston Associates decision last year, Continuations are likely to be needed if for
nothing else than to add additional claims for any potentially valuable subject matter disclosed in
the parent application but not yet claimed in any application.

Even if the examiner responds to the initial throw-away claim and narrow claim set(s) by
issuing a Notice of Allowance with the first Office Action, the examiner is still likely to present
search results, which can assist in determining the next claim sets to file.

Thus, picture claiming, which was once considered by some to be an inferior practice
technique, has emerged as a potentially strategically advanced approach to educating the
examiner, avoiding prosecution history estoppel, and expediting allowance.
[CONTENTS]

Return to Sender - Where Did the USPTO Go?
According to the USPTO, effective 1 May 2003, the General Mailing Addresses for the

USPTO are as follows: (1) For correspondence processed by the organizations reporting to the
Commissioner for Patents: Commissioner for Patents, PO Box 1450, Alexandria, Virginia
22313–1450; (2) For correspondence processed by the organizations reporting to the
Commissioner for Trademarks or the Trademark Trial and Appeal Board: Commissioner for
Trademarks, 2900 Crystal Drive, Arlington, Virginia 22202–3513; and (3) For other
correspondence (including patent and trademark documents sent to the Assignment Division for
recordation and requests for certified or uncertified copies of patent or trademark documents):
Director of the United States Patent and Trademark Office, PO Box 1450, Alexandria, Virginia
22313– 1450.
[CONTENTS]
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New Faces
Since our founding last summer, the firm has grown to include 4 employees.  In addition

to Mike Haynes, the firm has added two excellent patent law clerks/technical advisors and an
outstanding senior patent paralegal.  Biographies for each of us follow:

Michael Haynes, Registered Patent Attorney
Michael N. Haynes has been working in the field of intellectual property for over
9 years.  Mr. Haynes is a registered patent attorney whose practice encompasses
all aspects of intellectual property, including procurement, counseling, licensing,
and litigation.

In his procurement practice, Mr. Haynes has written over 150 original U.S. and
international patent applications, and prosecuted hundreds, in a diverse range of
technologies that include electronics, computer hardware and software, optics,
telecommunications, e-commerce, business methods, automotive components,
machinery, medical devices, and toys. In his counseling practice, Mr. Haynes has
rendered numerous strategic, patentability, non-infringement, invalidity, and due
diligence opinions.  Moreover, Mr. Haynes has drafted, reviewed, and negotiated
dozens of licensing, confidentiality, and employment agreements.  He has also
litigated 7 patent infringement cases filed in various U.S. district and appellate
courts.

Mr. Haynes brings over a decade of engineering and management experiences to
his intellectual property law practice.  After providing engineering support for 2
years in a large Virginia Power generating facility, he worked for 9 years for The
Dow Chemical Company in a variety of roles, including project manager,
computer aided engineering specialist, and mechanical engineering specialist. He
also served Dow as a manufacturing quality supervisor, interacting with major
clients including GM, Ford, Honda, Whirlpool, and 3M to solve technically
challenging quality problems involving injection molded plastics. Moreover, Mr.
Haynes has assisted businesses in assessing and implementing computer
technologies for over 20 years.

In his legal career, Mr. Haynes has served as a partner for LeClair Ryan in
Charlottesville, VA, and as a patent associate with Kenyon & Kenyon and with
Howrey & Simon in Washington, DC.  He began drafting patent applications in
1994, and earned his patent registration number in 1995.
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Mr. Haynes graduated in 1996 in the top 10 percent of his class at Franklin Pierce
Law Center in New Hampshire, which offers one of the strongest intellectual
property law programs in the country.  He also earned a BS in Mechanical
Engineering in 1984 from Virginia Tech, an MBA in 1990 from Central Michigan
University, and an MS in Electrical and Computer Engineering from Johns
Hopkins University in 2003.

Mike lives with his wife and 2 children in the Charlottesville area.

Dale R. Jensen, P.E.
Dale R. Jensen is a patent law clerk and technical advisor of the firm. A licensed
professional chemical engineer, Mr. Jensen brings over 22 years of extensive
engineering experience to his intellectual property practice, which encompasses
patents, trade secrets, trademarks, and copyrights.

Currently a second year student at the University of Virginia School of Law, Mr.
Jensen holds a Bachelor of Science in Metallurgical Engineering from the
University of Utah, a Master of Science in Electrical and Computer Engineering
from the University of Massachusetts, as well as a Master of Business
Administration from East Tennessee State University.

Mr. Jensen has substantial expertise in metallurgy; chemical processes;
production, mining, chemical, and environmental engineering; construction;
business management; and computer systems. He is also a Microsoft Certified
Systems Engineer.

Dale lives with his wife and 2 children in the Charlottesville area, and can be
reached via e-mail at Dale@MichaelHaynes.com.

Terence P. Woodsome, Ph.D.
Terence P. Woodsome is a patent law clerk and technical advisor of the firm.  Dr.
Woodsome brings nearly 9 years of experience in the medical and biotechnology
fields, as well as extensive academic training in physiology, biochemistry,
endocrinology, and pharmacology to his intellectual property practice, which
encompasses patents, trade secrets, trademarks, and copyrights.

Currently a second year student at the University of Virginia School of Law, Dr.
Woodsome holds a Bachelors in Biology from Claremont McKenna College, as
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well as both a Master of Science and a Doctorate in Physiology and Biophysics
from Georgetown University.

Dr. Woodsome has substantial academic and research expertise in signal
transduction, protein expression, cell culture, confocal microscopy,
immunoblotting, in situ physiological experiments, joint implants, and vascular
systems.

Terry lives with his wife in the Charlottesville area, and can be reached via e-mail
at Terry@MichaelHaynes.com.

Eden Brown
Eden Brown is a senior patent paralegal of the firm, with over 9 years of extensive
experience in the intellectual property field, with particular emphasis on patent
prosecution, docketing, and litigation. Ms. Brown also has substantial expertise in
accounting, human resources, personnel management, and overall office
administration.

Eden lives with her husband and daughter in the Charlottesville area, and can be
reached via e-mail at Eden@MichaelHaynes.com.

A Big Sigh of Relief
Yes, that was the sound of Mike Haynes d-e-e-p-l-y exhaling after finally completing his

coursework, and receiving his diploma, for the Master’s in Electrical and Computer Engineering
he was pursuing at Johns Hopkins University.  Although Mike started the part-time degree
program in 1999, last summer Mike decided to wrap-up the degree quickly.  Thus, for one day
per week over the past year, Mike has commuted over 3 hours each way from Charlottesville to
one of the Johns Hopkins campuses in Maryland to attend back-to-back courses.  Ask him what
he's doing now with all his spare time!

[CONTENTS]


